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In the United States Court of Appeals for the 
District of Columbia 


Appeal No. 7400 


Dudley C. Sharp, appellant 
v. 

Conway P. Coe, Commissioner of Patents, appellee 


APPEAL FROM THE JUDGMENT OF THE DISTRICT COURT OF THE 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS ON REHEARING 


INTRODUCTION 

This case was set down for reargument by order of the 
Court issued on June 7, 1941. Accompanying the order was 
a memorandum by the Clerk of the Court stating: 

The Court desires the argument on rehearing to be 
directed particularly to the question whether allowed 
claims can be used as a measure of patentability of 
rejected claims. 

Appellant in his brief on the reargument has not only dis¬ 
cussed the question above referred to but also the question 
whether his claims on appeal actually differ materially from 
the claims which were allowed by the examiner. This brief 
will therefore contain a discussion of both questions. 

SUMMARY OF ARGUMENT 

I. The question of patentability of rejected claims should 
be determined by a consideration of the prior art and not by 

(l) 
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a mere comparison of them with claims allowed by the exam¬ 
iner. 

II. Where the lower tribunals are in doubt as to whether the 
rejected claims should be allowed it might be proper for them 
to consider the scope of allowed claims but in this Court doubt 
is not resolved in favor of applicants for patent. 

III. The allowance of certain claims by the examiner should 
not be given the effect of an admission. Public rights are in¬ 
volved in the grant of a patent and this Court is the guardian 
of the public interest. 

IV. Inconsistency on the part of the Patent Office even if 
found would not warrant reversal of the lower Court where its 
holdings have a rational basis. 

V. If the Patent Office was inconsistent in rejecting certain 
claims and allowing others it does not follow that the rejection 
was improper. 

VI. The claims here on appeal are broader in scope than the 
claims allowed by the examiner. Inconsistency in the action 
of the Patent Office is not shown. 

ARGUMENT 

I 

It is assumed that the rejected claims and the allowed claims 
which are referred to in the question under consideration are 
claims of the same application. If the allowed claims appear 
in an application or patent of another party, and the rejected 
claims are of like scope, the situation would call for an inter¬ 
ference proceeding to determine priority and not ordinarily a 
proceeding to determine patentability. If, on the other hand, 
the allowed claims appear in one application and the rejected 
claims in another application of the same party, and the claims 
are of the same scope, the applicant is not entitled to the allow¬ 
ance of the rejected claims, for to allow them would result in 
double patenting. 

It is submitted that this Court should not hold that the pat¬ 
entability of the claims on appeal is to be measured by claims 
which the examiner has allowed. To adopt such a principle 
would be to pass over the real question, which is whether the 
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claims on appeal are actually patentable over the prior art. 
To hold that appealed claims are patentable because the Court 
finds them to be similar in scope to allowed claims, the Court 
would first either have to assume or actually find the allowed 
claims to be patentable. If the Court is in doubt as to the pat¬ 
entability of the allowed claims or makes no investigation of 
their patentability, it could not properly use the allowance of 
such claims as a basis for overruling the holdings of all of the 
lower tribunals that the supposedly similar claims on appeal 
are unpatentable. 

The United States Court of Customs and Patent Appeals 
has dealt with the question here under discussion, in many 
cases, and its policy is fairly set forth in the following passage 
from In m McCabe. 22 C. C. P. A. 877. 74 F. (2d) 758: 

We think the issue before us must be determined 
not by comparing the rejected claims with the allowed 
claims for points of similarity or dissimilarity, but by 
a comparison of them with the prior art cited. 

Similar rulings were made by that Court in the following 
cases: 

In rc Farrand, 18 C. C. P. A. 1452; 49 F. (2d) 1035. 

In rc Horning. 19 C. C. P. A. 1102; 50 F. (2d) 88(5. 

In rc Borden. 21 C. C. P. A. 915; (58 F. (2d) 983. 

In rc Borglin. 24 C. C. P. A. 739; 8(5 F. (2d) 41(5. 

In rc Eit/.en. 24 C. C. P. A. 798; 8(5 F. (2d) 759. 

II 

Appellee does not say that the fact that certain claims have 
been allowed should be disregarded entirely. It would be 
proper for the examiner and the Board of Appeals to con¬ 
sider this fact if they were in doubt as to the patentability 
of the rejected claims over the prior art. Such was the atti¬ 
tude expressed by the United States Court of Customs and 
Patent Appeals in In rc Davis. 22 C. C. P. A. 1308. 77 F. (2d) 
640. But where three lower tribunals have held such claims 
unpatentable, it does not seem that their unanimous holdings 
should be overturned merely because the examiner perad- 
venture has inconsistently allowed similar claims. This Court 

41<5."."1—II-1’ 
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has held that doubt is not to be resolved in favor of appli¬ 
cants for patent in this Court to the extent of overruling the 
unifqrm holdings of the lower tribunals. Minnesota Mining 

and Mfg. Co. v. Coe. 73 App. D. C.-. 118 F. (2d) 593; 

General Motors Corp. v. Coe. 73 App. D. C.-. 120 F. (2d) 

736. 

III 

It should be kept in mind that the allowance of certain 
claims was made by only one tribunal—and at that the low¬ 
est one. On the other hand the rejection of the claims on 
appeal was concurred in by all three of the lower tribunals— 
the Examiner, the Board of Appeals of the Patent Office, and 
the District Court. 

The allowance of certain claims by the examiner should 
not be considered analogous to an admission, such as might 
preclude the Patent Office from rejecting other allegedly similar 
claims. If the suit involved only private interests, considera¬ 
tions of this nature might enter. But here the public inter¬ 
est is involved and it is submitted that this Court should, with 
that interest in mind, not allow claims unless it actually finds 
such claims per sc to be patentable over the prior art. It 
should not allow them merely because to reject them might 
be inconsistent with the action taken by the examiner on other 
claims. 

IV 

This Court in Radtke Patents Corp. et a'l. v. Coe et al., 73 

App. D. C.-. 50 r. S. P. Q. 316 (decided June 30. 1941), 

did nqt consider it improper to hold certain claims unpatent¬ 
able even though the Patent Office had tacitly acquiesced in 
the allowance of said claims. This Court did not in that 
case regard the allowance of the very claims by the lower 
Court ,as binding. On the contrary this Court said that in 
its capacity as guardian of the public interest it had to con¬ 
sider the question of patentability. Similarly in Fessenden 
v. Coe. 69 App. D. C. 193. 99 F. (2d) 426. this Court held 
certain claims unpatentable notwithstanding that the identical 
claims had been allowed in a patent. It is not clear how 
the allowance by the examiner of certain claims could be 
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binding or persuasive in this Court's consideration of other 
claims. If this Court should hold that the appealed claims 
are patentable it would, under the doctrine of Abbott v. Coe. 
71 App. D. C. 195, 109 F. (2d) 449, and Levine v. Coe, 73 

App. D. C.-. 119 F. (2d) 185. mean that this Court had 

found no rational basis for the conclusions of the lower tri¬ 
bunals. It seems clear that the rational basis for the rejec¬ 
tion of the appealed claims, if there be such basis, could not 
be removed by the action of the examiner in allowing other 
claims. 

V 

It is submitted that this Court's consideration of the claims 
on appeal need not include a consideration of other claims, the 
allowance of which may be presumed to have been proper but 
conceivably may have been improper. Assuming without ad¬ 
mitting that the allowed claims are in scope similar to the 
rejected claims, and that therefore the actions of the Patent 
Office on the two sets of claims were inconsistent, that fact, 
if it were a fact, would not warrant the conclusion that the 
Patent Office was wrong in rejecting the appealed claims, a 
conclusion which the Court must reach if it is to reverse the 
District Court. 

VI 

Even if it were adopted as a principle that the patentability 
of rejected claims is to be measured by the claims which 
have been allowed, it is not believed that the claims here 
on appeal are so nearly of the same scope as the allowed 
claims that consistency would require their allowance also. 
Taking as a basis appellant's own comparison of the rejected 
claims with the allowed claims as given on pages 5 to 9 of 
the Brief on Rehearing, it is submitted that each of the rejected 
claims is definitely of broader scope than the allowed claims. 
If the rejected claims were not broader in scope or were of the 
same scope as the allowed claims, there would be a basis for 
holding that the Patent Office had been inconsistent, but it is 
submitted that such is not the case. 
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On page 5 of the brief appellant compares allowed claim 

21 with rejected claim 23. It will be readily apparent that the 
rejected claim does not contain the following limitations: (1) 
that there are upper and lower valve plates on the valve stem. 
(2) that the valve plates are formed to pass through the valve 
ring. (3) that the gasket is between the plates, (4) that the 
gasket is downwardly tapered. (5) that the gasket is of greater 
diameter than said plates to project above said seat, and (t>) 
that the stop means operates to stop the closing movement of 
the valve before the gasket seals upon said seat whereby the 
fluid pressure will then act to force the gasket into sealing en¬ 
gagement with the seat. All of these limitations are in allowed 
claim 21. While it may be true that the structural features 
defined by these limitations may be found here and there in 
the prior art. that circumstance would not necessarily warrant 
the conclusion that a claim for a single structure in which 
all these features are combined to advantage, is not patentable. 
Much less would it warrant the conclusion that a claim omit¬ 
ting all of these structural limitations, is patentable. 

Considering next appellant’s comparison of allowed claim 

22 with rejected claim 2S on page 6 of his brief, it will be seen 
that allowed claim 22 contains the following limitations not 
found in the rejected claim. (1) that the valve is a pump valve 
having a seating ring supported in the pump body. (2) that 
the vajve stem has upper and lower plates. (3) that the plates 
are formed to pass through the ring, (4) that the packing 
gasket is between the plates. (5) that the gasket when closed 
fits entirely within the contour of the seat. (6) that the stop 
means is removable and wear-resisting, and (7) that the stop 
means is supported on the valve ring. 

Coming now to the comparison of allowed claim 24 with 
rejected claim 25. on page 7 of appellant’s brief, it is ap¬ 
parent that these claims have more in common than the 
claims previously compared. However, the rejected claim 
is broader than the allowed claim in that it omits two lim¬ 
itations recited in the latter. (1) that the downwardly ta¬ 
pered outer margin of the gasket engages entirely within the 
seat, and (2) that the stop means on the valve ring stops the 
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valve with only the outer edge of the gasket engaging the 
seat. 

Next, on page 8 of his brief, appellant compares allowed 
claim 27 with rejected claim 2G. Again the rejected claim is 
broader than the allowed claim, omitting the following lim¬ 
itations recited in the latter. (1) that the valve stem has 
valve plates thereon. (2) that the packing gasket is between 
the plates, and (3) that the stop member limits the closing 
movement of the valve before the gasket fully seats on the 
ring and with the outer edge only in contact with the seat. 

Finally appellant, on page 9 of his brief, again uses allowed 
claim 21, this time comparing it with rejected claim 29. The 
allowed claim contains the following limitations not recited 
in the rejected claim, (1) that the valve is a pump valve, 
(2) that a valve ring is supported in the pump body, (3) 
that the valve ring has a downwardly and inwardly inclined 
seat, (4) that there is a valve stem on which there are upper 
and lower plates formed to pass through the ring, (5) that 
there is a downwardly tapered packing gasket between said 
plates, and (0) that the stop means is removable and wear 
resisting. 

It is submitted that this analysis of the claims shows 
clearly that the action of the Patent Office in allowing cer¬ 
tain claims was not inconsistent with its rejection of the 
claims here on appeal. 

The decisions of the Board of Appeals cited by appellant on 
pages 10. 11. and 12 of his brief do not seem pertinent, since 
they deal with cases in which the claims under consideration 
were closely similar in scope. As has been pointed out, the 
claims here on appeal differ considerably in scope from the 
claims which have been allowed. 

While it is not understood, from the Courts order of June 
7, 1941. and the accompanying memorandum of the Clerk 
of the Court, that the question of commercial success is to be 
discussed, it may be said in answer to appellant’s statement 
on this matter, that commercial success of his valve embody¬ 
ing all of the features set forth in the allowed claims, is con¬ 
ceded. But it was not shown by the testimony that a valve 
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constructed in accordance with the rejected claims and 
omitting the structural features recited in the allowed claims 
has been or would be commercially successful. 

The question whether the rejected claims be patentable over 
the prior art has been treated in appellee’s first brief and is 
not discussed further here, since it is not within the indi¬ 
cated scope of the reargument. 

Appellant makes the seemingly unwarranted assumption 
(Br. 2) that the Court has already determined that the re¬ 
jected claims are patentably distinct from the prior art. It 
seems clear that if such were the case, the Court would have 
reversed the lower Court and not set the case down for re¬ 
argument to lay a basis for rejecting the claims because of 
some similarity thereof to the allowed claims. This ground 
of rejection was not urged by appellee in the lower Court 
and was not the basis for the lower Court’s judgment. 

CONCLUSION 

It is submitted that a comparison of the claims on appeal 
with the claims standing allowed affords no grounds for re¬ 
versing the judgment of the lower Court. 

W. W. Cochran. 

Solicitor, U. S. Patent Office, 

Attorney for Appellee. 

September 1941. 
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UNITED STATES 
COURT OF APPEALS 

FOR THE DISTRICT OF COLUMBIA 

No. 7400 


Dudley C. Sharp, 
Appellant, 
v. 

Conway P. Coe, 

Commissioner of Patents, 
Appellee. 


REPLY BRIEF OF SHARP ON REHEARING 

The Appellant Sharp wishes to respond to the six phases 
of argument presented by the Appellee and will outline them 
as they occur in the Appellee’s Brief. 

Appellee’s Point I 

It is respectfully submitted that the party Sharp has not 
made a “mere comparison” of the rejected claims with the 
allowed claims, overlooking the question of the prior art. The 
question of the prior art has been argued in the Appellant’s 
original brief and it is not understood that the Court, in setting 
the case down for rehearing, desired any argument of the 
prior art, so that it is not believed that this point of the Ap¬ 
pellee is pertinent to the present rehearing. 

The Appellee points to the case of In re McCabe , 22CCPA 
877j 74 F (2d) 758, and attention is again directed to the fact 
that the present appeal has passed that stage of proceeding 
wherein the claims arc to be compared with the prior art, as 
suggested in the McCabe case. The other five cases cited by the 
Appellee on page 3 of his brief come within the same category 
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and are not believed to be pertinent to the particular question 
propounded by the Court. 

The Appellant must of course take for granted that the 
Patent Office, in allowing claims to the Appellant, considered 
that such claims involved invention and were patentable over 
the prior art and to the applicant. The Appellant is entitled to 
have this Court compare the allowed claims with the rejected 
claims so that this Honorable Court may ascertain the yard¬ 
stick which the Examiner used on these particular claims in ar¬ 
riving at their allowance. 

The yardstick of invention used to determine the scope of 
claims which may be allowed in each application for patent 
can and should be different. In order, therefore, that this Hon¬ 
orable Court have some idea of the inner workings of the 
Examiner’s mind and the extent of the yardstick he is using, it 
is only proper that the allowed claims should be used as a 
measure of the patentability of the rejected claims. 

Appellee’s Point II 

The Appellee admits that it would be proper for the “lower 
tribunals” to consider the scope of the allowed claims when 
they are in doubt as to whether the rejected claims should be 
allowed, but then immediately reverses his position and con¬ 
tends that this Honorable Court should not be entitled to 
proceed in any such manner. The Appellee, however, has given 
no facts or reasoning to support his position. 

It is one thing to compare rejected with allowed claims to 
determine the patentability of the rejected claims. It is an¬ 
other and quite different thing to resolve doubt in favor of the 
inventor as to the patentability of claims over the prior art. It 
is this latter doubt that is considered in the cases relied upon 
by the Appellee. It is respectfully hoped that this Honorable 
Court will appreciate this distinction between a comparison and 
the resolving of doubt. 
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It might be pertinent at this time to call the Honorable 
Court’s attention to the real holding of the In re Davis case 
relied upon by the Appellee. 

In this Davis case, 22 C.C.P.A. 1308$ 77 F (2d) 640, the 
Court made the following statement: 

“As this claim appears to include substantially the 
limitations appearing in allowed claim 18 and as it ap¬ 
pears possible that this claim might be useful to the ap¬ 
plicant in case of litigation, we feel that he be allowed 
this claim along with Claim 18.” 

“While the rule is, of course, that the allowance of a 
claim by the Patent Office should not determine the al¬ 
lowance of other claims, we think that such allowance 
may properly be considered as a reason for not applying 
the rule that concurrent decisions of the Patent Office 
tribunals will not be disrupted unless manifestly wrong.” 

Thus it would appear that the very case upon which the 
Appellee relies, is more in favor of the position of the Ap¬ 
pellant, than it is of the Appellee because it holds that the rule 
of concurrent decision would not apply where the rejected 
claims are similar to the allowed claims. 

Appellee’s Point III 

The Appellee attempts to argue that the allowance of claims 
to an inventor should not be considered as an admission on the 
part of the Patent Office. The Appellant is unable to under¬ 
stand this line of argument because of the fact that a patent 
is presumed to be valid and the claims thereof to involve in¬ 
vention before they are allowed by the Patent Office and 
granted to the inventor. The allowance of them is certainly 
an admission on the part of the Patent Office that the claims 
include an inventive idea and are directed to a patentable struc¬ 
ture. It is true, of course, that the Patent Office is the guardian 
of the public interests to a certain extent, but the Patent Office 
is also the guardian of the interests of the inventor. These are 
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not entirely private interests because the patents eventually ex¬ 
pire, and it is the function of the Patent Office to allow to the 
inventor that which he claims as his invention if his claim is in 
proper form and recites invention as measured by other claims 
which may have been allowed in the same application. 

Appellee’s Point IV 

The Appellee attempts to argue that even admitting that 
the Patent Office had been inconsistent in the allowance of 
some claims and the rejection of other somewhat similar 
claims, that such inconsistency should not warrant reversal in 
this case if the holdings have a rational basis. This argument in 
and of itself hardly seems consistent because if the action of 
the Patent Office were inconsistent, it could hardly be said to 
be rational and the only reason expressed by the Appellee for 
justification on the part of this Court in not reversing the 
Patent Office would be that the holding of the lower court 
had a rational basis. It follows, therefore, that if the Patent 
Office "were inconsistent in its rejection, then certainly there 
could not follow any rational basis for the rejection. 

Attention is directed to the case of Abbott v. Coe y 69 Ap¬ 
peals D. C. 193; 99 F (2d) 426, upon which the Appellee 
appears to base his argument. In this decision this Honorable 
Court pointed out that the judicial function was exhausted 
when it had been found that there was a rational basis for the 
conclusions propounded by the administrative body. If, how¬ 
ever, the administrative body itself admits that it was incon¬ 
sistent, certainly, therefore there could be no rational basis 
for the conclusions of that administrative body. It would seem, 
therefore, that the Appellee is merely arguing in circles and 
that his argument is no more rational than is the rejection. 

Appellee’s Point V 

In arguing this point, the Appellee has merely made a state¬ 
ment of his conclusion. Of course, the purpose of the appeal 
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on the part of the Appellant is to obtain a consistent holding 
as to the various claims in his application. The purpose of ap¬ 
peal is to correct inconsistencies. For the Appellee to argue 
that even though he were inconsistent, his rejection should not 
be reversed, is in and of itself inconsistent. The Appellee has 
not given any line of reasoning to support the conclusions 
which are stated. It must be presumed, therefore, that he has 
no reasoning to back up the argument. 

Appellee's Point VI 

The Appellant is content to permit the Court to compare 
the allowed and rejected claims as set out on the Appellant's 
brief on rehearing, pages 5, 6, 7, 8 and 9, in determining the 
question of the similarity of the allowed and the rejected 
claims. It is submitted that while the wording of the allowed 
and the rejected claims is somewhat different, that the same 
general inventive idea is expressed, practically the same struc¬ 
ture recited and in some instances, the rejected claims have 
additional structure. The wording and the terminology used 
in the rejected claims varies in some instances from the allowed 
claims and the Appellee, in his brief, pages 6 and 7, merely 
points out differences in wording rather than differences in 
structure. As a matter of fact, the Appellee admits that the 
structural features defined by the various limitations to which 
he has referred as being in the allowed claims and not in the 
rejected claims, are, as a matter of fact, in the rejected claims. 
This Court is, of course, well versed in the practice that the 
structural limitations in a claim recite the patentable substance 
thereof, and inasmuch as the Appellee admits that the struc¬ 
tural limitations are in the rejected claims, it would appear that 
the rejected claims should be allowed. 

The Appellee attempts to point out that there might be a 
difference in the commercial success of the device of the al¬ 
lowed and the device of the rejected claims. This is not be¬ 
lieved to be justified by the record in this case, where the 


6 


Appellant testified that some $30,000 worth of valves were 
marketed each month. The Appellant introduced a cut of the 
valve as it is actually marketed in his brief on rehearing and is 
content for this Honorable Court to determine the question 
of whether or not the rejected claims are readable upon the 
device being marketed. It is very clear that the rejected claims 
apply to the commercially successful valve equally as well as 
do the allowed claims. 


Conclusion 

The Appellee has pitched his case in the lower Court on the 
sole ground that the claims on appeal are unpatentable over 
the prior art j whereas, the Appellant argued that the claims 
not only distinguished over the prior art but that the Patent 
Office had been inconsistent. It would appear from the ques¬ 
tion propounded by the Court for rehearing, that the issue has 
narrowed down to the question of whether the allowed claims 
can be used as a measure of the patentability of the rejected 
claims and the Appellee should not now be heard to complain 
on the issue before the Court because he has had every oppor¬ 
tunity to argue his defenses fully.. 

Respectfully submitted, 

Lester B. Clark, 

Ray L. Smith, 

Counsel for Sharp. 

E. L. Sheehan, 

Washington, D. C., 

Of Counsel . 





